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for a Draft Convention for a European System for the Grant of Patents

put forward by the Chairman of Working Party I

Articles 119 to 123¢c, 153 to 173 and 180

compared synoptically with

the 1962 and 1965 versions of the Draft Convention as established by the EEC "Patents"

Working Party and

the Draft of an open European Patent Convention drawn up by the Member States of the .

European Free Trade Association







Introductory Note

At its meeting of 21 May 1969 the Inter-governmental Conference for the setting up of a
European system for the grant of patents set up a first working party to study questions
relating to patent law. At its inaugural meeting, held the oame day, the working party
invited its chairman to prepare proposals for the projected Convention, in preparation for

the working party's future meetings (Minutes BR/GT 1/1/69 of 23 May 1969, p. 2).

Proposals for Articles 1 to 41 were set out in a first working document, BR/GT 1/2/69,
dated 2 June 1969 (German) and 9 June 1969 (English and French).

At the working party's first meeting on 8 July 1969 it was decided to postpone examination
of Articles 42 to 53, which contain the financial provisions. These Articles are to be

referred to a special working party.

Proposals for Articles 54 to 113 were set out in a second working document, BR/GT" 1/9/69,
dated 1 August 1969.

The 1962 Draft Convention relating to a European Patent Law, the structure of which has
provisionally been followed, contains the following groups of Articles: subsequent to

Article 113 :

Articles 114 to 118 fonversion into national application

Articles 119 to 123 Renewal of European Patents
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Articles 124 to 135 Surrender, lapse and revocation of the European

patent

Articles 136 to 152 Compulsory licences

Articles 153 to 173 Common procedural provisions of the European

. Patent Office

Articles 174 to 184 Procedure in infringement and other civil
proceedings

Articles 185 to 205 Transitional provisions

Articles 206 to 217 Final provisions

The present third working document contains proposals for the following groups

of Articles :

Articles 119 to 123c¢c Renewal of European patent applications and European
patents

Articles 153 to 173 Common procedural provisions of the European Patent
Office

In addition, a proposal for Article 180 on opinions by the European Patent

Offiée has been adopted from the group of Articles on procedure in infringement.

The miséing groups,bf Articles have either been deleted in view of the new objectives

of the Convention, or else discussion of them has been provisionally postponed.

The three working documents now submitted éover the most important points of patent

law from the 1962 Draft which fall under the terms of reference of Working Party 1.
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A further group of Articles, which could not have been contained in the 1962 Draft, is
lacking, and that is a series of provisions laying down, on the onc¢ hand, that a

Furopean patent application can be filed via an international patent application

pursuant to the Patent Co-operation Treaty (PCT) and, on the other hand, that a

“uropean patent application can serve as a basis for an international application. In

the memorandum of 17 March 1969, submitted to the Inter-governmental Conference, it is
envisaged on page 7 that the PCT Plan would be taken into consideration. The Chairman's
proposals must therefore be supplemented by a corresponding group of Articles. These will
be submitted later in a special working documert and will also come up for discussion at
the third meeting of Working Party I. Following the provisional order of the ConQention,

this group of Articles is to be incorporated as Articles 113a et seq.

The proposals for Articles 119 to 123c, 153 to 173 and 180 contained in the present

third working document are based, as in the preceding documents, on the assumption

that the provisions of the Draft Convention relating to a European Patent Law,

drawn up by the Member States of the European Economic Community in 1960/1965, will

be accepted as far as possible. Amendments have only been proposed where the new
objectives of the projected Convention, or of the Draft Patent Co-operation Treaty (PCT)
appear to make modification necess:ry. The Draft of an open BEuropean Patent ConQention
drawn up by the Member States of the Buropean Free Trade Association in 1665/1967 has

been taken into consideration.,
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In order to assist understanding of the proposed amendments and to facilitate the
discussion, the proposals are presented with the texts of the published Brussels

1962 Draft, the EFTA Draft, based on this 1962 Draft, and the 1965 Draft in parallel

columns alongside.

BR/GT 1/10 e/69 mk



Aw 69/2 0L/1

1H/44



1962 Draft

EFTA Draft

1965 Draft

The headings at the top of the left-hand pages

BR/GT 1/10 e/69 jv.

KEY

indicates the Draft Convention reélating to a
European Patent Law drawn up by the EEC
"Patents" Working Party and published in 1962.

indicates the European Free Trade Association

. Draft of an open European Patent Convention,

forming the first Convention in the two-part
scheme - Annex III to working document EFTA
k/67 of 19 January 1967, This draft was based
on the 1962 Draft.

indicates the 1962 Draft, taking into account
the amendments contained in the EEC '"Patents"
Working Party's working document 2335/1V/65
of 22 January 1965,

have been taken from the 1965 Draft.



4+ in the columns headed "EFTA Draft"
and "Chairman's proposall

* before single paragraphs in the
1965 Draft

-w= used to underline the wording
in the "1965 Draft" column

used to underline the wording in
the "Chairmant's proposal' column

BR/GT 1/10 e/69 jve

indicates that the wording of the column immedia-
tely to the left has in each case been adopted
without amendment; i.e. that of the 1962 Draft

in the EFTA Draft and, similarly, that of the
1965 Draft in the Chairman's proposal.

indicates that the German text of the 1965 Draft
does not differ from the 1962 Draft. This sign has
also been used before paragraphs which are the
same as the 1962 Draft in the French text only,
the German wording having been amended for reasons
Of Styleo A

indicates that the wordé thus underlined have
been omitted from the Chairman's proposal.’

indicates that the words thus underlined are
new insertions as compared with the 1965 Draft.
Complete new paragraphs, however, have not been
underlined.




BR/GT 1/10 e/69 mk



CHAPTER 111°18

INTERNATIONAL APPLICATION PURSUANT TO THE
PATENT CO-OPERATION TREATY

Articles 113a et seq.

Chairman's proposal @

The Articles which provide, on the one hand, that a European patent application can be
filed via an international patent application pursuant to the Patent Co-operation Treaty
and, on the other hand, that a European patent application can serve as a basis for an

international application, should be inserted here. The relevant proposals will be
submitted later.
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CHAPTER IV
CONVERSION OF A EUROPEAN PATENT APPLICATION INTO A NATIONAL APPLICATION

Articles 114 to 118

Chairman's proposal @

The system for converting a European patent application into a national patent application
is to be retained. Discussion of Articles 114 to 118 is to be postponed, however, until
the basic provisions for the procedure for the grant of European patents have been
established.
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PART VI
RENEWAL OF ESUROFEAN PATENT APPLICATION AND SUROPEAN PATINTS

Note :

PART VI contains, in Articles 119 to 123c, provisions relating to renewal fees
for European patent applications and European patents and - to the translation
of specifications. '

The Chairman's proposals are based on the assumption that renewal fees will

be payable to the European Patent Office for Buropean patent applications.
Whether these fees will remain at a constant level (as in the Dutch system)

or whether they are to be progressively graduated (as in the German system) is
to be left to the Rules relating to fees. Similarly, it will be laid down in
the Rules relating to fees whether a supplementary fee (national fee) is to

be payable for each designated Contracting State.

Subsequent to the grant of a European patent, the renewal fees under national
law would be paid to the national patent offices. Special arrangements can be
made by the Contracting States which have concluded a special ag.z2ement within
the meaning of Article 8a. These States may fix special renewal fces for the
“unitary patent, to be paid to the European Patent Office, independent of the
national renewal fees. ‘

Whether, and to what extent, renewal fees fbr European patent applications and

for Zuropean patents once granted are to be used to finance the BZuropean
Patent Office should be left to the Financial Provisions (Articles 42 to 53).
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Article 119

Renewal fees

1962 Draft

EFTA Draft

1965 Draft

The renewal fees to be paid in respect
of the European patent shall be those laid
down by the Rules relating to fees adopted
pursuant to this Convention. These fees
are due in respect of the third year and
each of the following years, calculated
from the date of filing of the application.
Patents of addition are not subject to the
payment of renewal fees.
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The renewal fees to be
paid in respect of the
European patent shall be
those laid down by the
Rules relating to fees
adopted pursuant to this
Convention., Each renewal
fee shall include a sum
in respect of each country
covered by the patent.
These fees are due in
respect of the third year
and each of the following
years, calculated from

the date of filing of the

application. Patents of
addition are not subject
to the payment of renewal
fees.

* The renewal fees to be paid in
respect of the European nggg& shall be
to fees adopted pursuant to this Convention.
These fees shall be due in respect of the
third year and each of the following years,
calculated from the date of filing of the
application. Patents of addition shall not

- - - - e = - - - -
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RENEWAL OF EUROPEAN PATENT APPLICATIONS

Article 119

Renewal fees for European patent applications

Chairman's proposal

(1) The renewal fees to be paid to the Note :

European Patent Office in respect of

European patent applications shall be those

prescribed by the Rules relating to fees

adopted pursuant to this Convention. These

fees shall be due in respect of the third

year and each subsequent year, calculated

from the date of filing of the application.

(2) Applications for Furopean patents The Chairman has proposed the second sentence of
of addition shall not be subject to the paragraph 2 in order to define the date from which
payment of renewal fees. In respect of renewal fees are due for converted applications for
applications for European patents of addiiion patents of addition. |

converted into independent patent applications
or deemed to be independent patent applications
in accordance with Article 88, paragraph 3a,
the renewal fees shall be payable in the same
manner as for originally independent patent
applications.
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Date of payment of renewal fees

Article 120

1962 Draft

" EFTA Draft

1965 Draft

(1) Renewal fees must be paid before the
commencement of the year in respect of which
they are due. Renewal fees due in respect of
any period prior to the grant of a provisional

European patent must be paid not later
than four months after such grant.

(2) When a renewal fee has not been paid
before the date indicated in paragraph 1,
the fee may be validly paid within six months
of the aforesaid date, provided that the
additional fee prescribed by the Rules
relating to fees is paid at the same time.

(3) The lapse of a European patent for
failure to pay a renewal fee within the
due period shall be deemed to have occurred
at the end of the year preceding that in
respect of which the fee fell due.
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(1) +

(2) +

(3) +

(1) * Renewal fees must be paid before the
commencement of the year in respect of which
they are due. Renewal fees due in respect of
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(2) When a renewal fee has not been paid
before the term indicated in paragraph 1,
the fee may be validly paid within six months
of the aforesaid term, provided that the
additional fee prescribed by the Rules
relating to fees adopted pursuant to this
Convention is paid at the same time.

(3) * The lapse of a European patent for
failure to pay a renewal fee within the
due period shall be deemed to have occurred
at the end of the year preceding that in
respect of which the fee fell due.



Article 120

Date of payment of renewal fees

Chairman's proposal

(1) Renewal fees must be paid before the
commencement of the year in respect of which

they are due.

(2) +

(3) - deleted -
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Article 121
Proof of payment

1962 Draft

EFTA Draft

1965 Draft

Subject to the provisions of
Article 113, the European Patent Office
shall alone be competent to decide whether
the renewal fees have been paid in due
time. In the event of dispute, the Patent
Administration Division will decide upon
the matter, if so requested.
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shall alone be competent to decide whether
the fees provided for in Article 119 and
Article 120, paragraph 2, have been paid
in due time.



Article 121

Proof of payment

Chairman's proposal

The European Patent Office shall alone
be competent to decide whether the fees
provided for in Article 119 and Article 120,
paragraph 2, have been paid in due time.
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Article 122

Extension of time for the payment of renewal fees

1962 Draft

EFTA Draft

1965 Draft

(1) The European Patent Office may, upon
request, grant to any person who is the
proprietor of a FEuropean patent supplemen-
tary extensions of time for the payment
of renewal fees, provided that the applicant
for such an extension proves, within the

period prescribed for the payment of the fees,

that he was prevented from paying them by
lack of funds. Any extension granted shall
not exceed two years, and may be renewed,
provided payment is not deferred beyond

the two years following confirmation of the
provigional European patent. Extension can
only be granted in respect of an amount

not exceéding nine-tenths of the total fees
payable. Further, the grant of an extension
of time for payment may be made subject to
the payment of a deposit.

(2) Notwithstanding paragraph 1 above,
the European Patent Office may authorise the
proprietor of a patent, upon his request, to
make, within a period of one ycur calculated
from the expiry of the second year follo-
wing the confirmation of the provisional
European patent, instalment payments of the
total amount of renewal fees due at that
date,

(3) During the period of exemption from
payment granted in accordance with
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(1) +

(2) +

(3) +

(1) The European Patent Office may, upon
request, grant to any person who is the
proprietor of a European patent supplemen-
tary extensions of time for the payment
of renewal fees, provided that the applicant
for such an extension proves, within the
period prescribed for the payment of the fees,
that he was prevented from paying them by
lack of funds. Extensions may be granted and
renewed for a maximum period of two years,
provided payment is not deferred beyond the
two years following final confirmation of
the provisional European patent. Extension can
only be granted in respect of an amount not
exceeding nine-tenths of the total fees
payable. Further, the grant of an extensio:n
of time for payment may be made subject to
the payment of a deposit.

(2) Notwithstanding paragraph 1 above,
the European Patent Office may authorise the
proprietor of a patent, upon his request, to
make, within a period of one year from the
expiry of the second year following the firin)
confirmation of the provisional European
patent, instalment payments of the total
amount of renewal fees deferred up to that
date.

:(3) - deleted -

2=



Article 122

Extension of time for the payment of renewal fees

Chairman's proposal

- deleted - Note : . _
The object of this- provision was to allow applicants
lacking funds to postpone payment of renewal fees
falling due during the proceedings until after the
confirmation of the provisional European patent,
i.e. after commencement of exploitation of the
European patent. With the new system for the grant
of a series of national patents, this object can no
longer be achieved, since the continuation of the
European patent as a national patent would not be
made dependent on the subsequent payment of European
fees. To compensate applicants, it is proposed that
the provisions relating to assistance in Article 169
should be extended to renewal fees.

Should the Working Party wish to retain the possi-
bility of the European Patent Office granting supplem-
entory extensions of time for the payment of renewal
fees, such extensions would have to be limited to the
period up to the date of the grant of the European
patent.
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Article 122 (contd.)

1962 Draft

EFTA Draft

1965 Draft

Article 169, paragraph 1, the provisions
of paragraph 1 / above / shall similarly
apply, without it being necessary to prove
lack of funds. Such provisions shall apply
equally, and without proof, as from the
date on which the request specified in
Article 169, paragraph 1, is submitted. If
this request is refused, the renewal fees
must be paid within three months of such
refusal. The provisions of paragraph 2 and
of Article 123 are applicable under this
procedure.
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Article 123

Failure to effect payment within the extended period

1962 Draft

EFTA Draft

1965 Draft

If renewal fees in respect of which an
extension has been granted in accordance
with Article 122 are not paid in due time,
the European patent will lapse at the
expiry of the said period. The renewal fees
unpaid at the date of expiry remain due.
Failure to pay will be established by a
decision of the Patent Administration
Division.
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* If renewal fees in respect of which an
extension has been granted in accordance
with Article 122 are not paid in due time,
the European patent shalllapse at the
expiry of the said period. The renewal fees
unpaid at the date of expiry remain due.
Failure to pay shallbe established by a
decision of the Patent Administration
Division.



Article 123
Failure to effect payment within the extended period

Chairman's proposal

~ deleted - Note @
See Note to Article 122.
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Article 125, paragraph 1 (¢)

1962 Draft

EFTA Draft

1965 Draft

(1) Apart from the cases specified in
Article 16, paragraph 5, a provisional
European patent will lapse : '

(c) if the renewal fees are not paid
within the proper period.
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(1) Apart from the cases
specified in Article 16,
paragraph 5, a European
ratent will lapse :

(c¢) +

(1)*Apart from the cases specified i:
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Article-ﬁg, paragraph 5, a provisional



Article 123a

Consequence of failure to effect payment

Chairman's proposal

If a renewal fee has not been paid by Note 3
the end of the period referred to in It is possible that, at the time of the grant of the
Article 120, paragraph 2, the European European patent (Article 101), a renewal fee for the
patent application shall be deemed to European patent application could have fallen due but
have been withdrawn. : not yet have been paid. Were the European patent to be

granted without taking into account any failure to

pay the renewal fees due, a sanction would have to be
provided in Article 123a to the effect that, in the
event of failure to pay, the European patent would
lapse. Such a provision would no longer appear to be
appropriate, for the reasons set out in the Chairman's
note to Article 122.

"It is therefore proposed that Article 101, paragraph 2,
should be complemented -in such a manner as to make
the grant of the European patent dependent on the
payment of any renewal fees which have fallen due, in
addition to being dependent on the payment of the fees
for grant and printing.
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Article 119

Renewal fees

1962 Draft

EFTA Draft

1965 Draft

The renewal fees to be paid in respect
of the European patent shall be those laid
down by the Rules relating to fees adopted
pursuant to this Convention. These fees
are due in respect of the third year and
each of the following years, calculated
from the date of filing of the application.
Patents of addition are not subject to the
payment of renewal fees.
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The renewal fees to be
paid in respect of the
European patent shall be
those laid down by the Rules
relating to fees adopted
pursuant to this Convention.
Each renewal fee shall
include a sum in respect of
each country covered by the
patent. These fees are due
in respect of the third
year and each of the follo-
wing years, calculated from
the date of filing of the
application, Patents of
addition are not subject to
the payment of renewal fees.

* The renewal fees to be paid in
respect of the European patent shall be
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the third year and each of the following
Years, calculated from the date of
filing of the application. Patents of



CHAPTER 11
RENEWAL OF EUROPEAN PATENTS

Article 123)b

Renewal fees for European patents

. Chairman's proposal

The renewal fees prescribed by national law
shall be payable to the national central
industrial property office of each Contracting
State for which the patent has been granted.

These fees shall be due in respect of the

year, calculated from the day and month of

filing the application, but commencing after the
grant of the patent has become final, and for each
subsequent year.
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1962 Draft

EFTA Draft

1965 Draft
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Article 34, paragraph 5,
second sentence

Any Contracting State
may require that, for a
patent to be effective in
that State, the applicant
shall furnish a transla-
tion of the whole specifi-
cation into the language
of that State and the
specification shall be
printed and published
also in that language.




Article 123¢

Translation of specifications

Chairman's proposal

(1) If the specification of a European patent has
not been drawn up in one of the official languages of
a Contracting State, that State may prescribe that
the proprietor of the European patent must send to
the national central industrial property office,
within a period of not less than three months after
the date of publication of the grant of the patent
in the European Patent Bulletin,

(a) a translation of the specification into an official
language of that State, or

(b)a fee for the preparation of an official translation
of the specification into an official language of
that State.

(2) Any Contraecting State which has adopted provisions
pursuant to paragraph 1 may further prescribe that the
proprietor of the patent must pay the costs of publication
of such translation within the period referred to in

paragraph 1,

(3) Any Contracting State may prescribe that, in the
event of failure to observe a provision adopted in
accordance with paragraph 1 or 2, the European patent ;
shall be deemed to have been void in that State ab origino.
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Chairman's proposal t

BR/GT I/10 e/69 3jv.

PART VII

SURRENDER, LAPSE AND REVOCATION OF THE EUROPEAN PATENT

CHAPTER I

SURRENDER AND LAPSE

Articles 124 to 126

deleted

33
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CHAPTER II

REVOCATION

Articles 127 to 135

Chairman's proposal 3

The provisions of the Drafting Committee's version of Article 2, paragraph 2a, would make special
provisions for the grounds and procedure for revocation of the European patent unnecessary. It is
therefore proposed to delete Articles 127 to 135.
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PART VIII

COMPULSORY LICENCES

Articles 136 to 152

Chairman's proposal

Deleted; see Note to Articles 127 to 135.
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PART IX !

COMMON PROCEDURAL PROVISIONS OF THE EUROPEAN PATENT OFFICE

CHAPTER 1

GENERAL PROVISIONS GOVERNING PROCEDURE

Article 153

Membership of the Boards of Appeal, etc., and challenges thereto

1962 Draft

EFTA Draft

1965 Draft

(1) Members of Boards of Appeal or of
Revocation Boards may not take part in the
settlement of any matter if they have any
personal interest therein, if they have
previously been involved as representatives
of one of the parties, or if, at an earlier
stage, they contributed towards the final
decision in the matter. Similarly, members
of Revocation Boards may not take part in
revocation proceedings in respect of a
European patent, if they have taken part
in proceedings for the grant or the confir-
mation of the said patent.

(2) If, for one of the reasons mentioned
in paragraph 1, or for any other reason, a
member of a Board of Appeal or of a
Revocation Board considers that he should
not take part in the resolution of a
matter, he shall inform the Board
accordingly.
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(1) Members of Boards of
Appeal may not take part in

the settlement of any
matter if they have any
personal interest therein,
if they have previously
been involved as represen-
tatives of one of the
parties, or if, at an ear-
lier stage, they contri-
buted towards the final
decision in the matter.

(2) 1f, for one of the
reasons mentioned in
paragraph 1, or for any
other reason, a member
of a Board of Appeal con-
siders that he should not
take part in the resolution

(1) * Members of Boards of Appeal or
in EEE-ngfiEEEHE-Ef any matter if they
have any personal interest theréin, if
they have previously been involved as
representatives of one of the ﬁarties,
or if, at an earlier stage, théi contri -
buted towards the final decision in the

----------------------------
---------------------------------
--------------------------------------

--------------------------------
-----------------------------------------

confirmation of the said patent.

(2) * If, for one of the reasons
mentioned in paragraph 1, or for any
other reason, a member of a Board of
Appeal or of a Revocation Board
in the resolution of a matter, he shall
inform the Board accordingly.



S
PART IX
COMMON PROCEDURAL PROVISIONS OF THE EUROPEAN PATENT OFFICE

CHAPTER 1
GENERAL PROVISIONS GOVERNING PROCEDURE

Article 153
Membership of the Boards of Appeal etc., and challenges thereto

Chairman's proposal

(1) Members of the Boards of Appeal or of the
enlarged Board of Appeal may not take part in the
settlement of any matter if they have any personal
interest therein, if they have previously been
involved as representatives of one of the parties,
or if, at an earlier stage, they contributed
towards the final decision in the matter.

(2) If, for one of the reasons mentioned in
paragraph 1, or for any other reason, a member of
a Board of Appeal or of the enlarged Board of
Appeal considers that he should not take part
in the resolution of a matter, he shall inform

the Board accordingly.

-2 -
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Article 153 (contd.)

1962 Draft

EFTA Draft

1965 Draft

(3) Members of an Appeal or Revocation
Board may be objected to by any party for
one of the reasons mentioned in
paragraph 1, or if suspected of partiality.
No objection can be based upon the natio-
nality of members or upon the fact that
none of theh is of the same nationality as
the applicant.

(4) The Board will decide as to the
action to be taken in the cases specified
in paragraphs 2 and 3. In cases of the
kind referred to in paragraph 2, the
decision will be taken without the parti-
cipation of the member concerned.
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of a matter, he shall in-
form the Board accordingly.

(3) Members of a Board
of Appeal may be objected
to by any party for one of
the reasons mentioned in
paragraph 1, or if suspec-
ted of partiality. No objec-
tion can be based upon the:
nationality of members or
upon the fact that none of
them is of the same natio-
nality as the applicant.

() +

(3) * Members of a Board of Appeal

reasons mentioned in paragraph 1, or 1i:
suspected of partiality. No objection
may be based upon the nationality of
members or upon the fact that none of
them is of the same nationality as the

‘applicant.

(4) * The Board shall decide as to

the action to be taken in the cases

specified in paragraphs 2 and 3. In
cases of the kind referred to in
paragraph 2, the decision shall be
taken without the participitation of
the members concerned.



Article 153 (contd.)

Chairman's proposal

(3) Members of a Board of Appeal or of the enlarged
Board of Appeal may be objeoted to by any party for
one of the reasons mentioned in paragraph 1, or if
suspected of partiality. No objection may be based
upon the nationality of members or upon the fact
that none of them is of the same nationality as the
applicant. '

(4) +
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Article 154
Obtaining evidence

1962 Draft

EFTA Draft

1965 Draft

(1) Evidence may be obtained in procee-
dings before the European Patent Office
under the present Convention by means
including :

(a)
(b)

the personal appearance of the parties;

interrogatories and the discovery of
documents;

(c)
(a)
(e)

examination of witnesses;
expert opinion;
inspection of premises.

(2) An Examining Division, a Patent
Administration Division, a Board of Appeal
and a Revocation Board will proceed to take
the necessary investigating action, or will
commission one of their members to do so.

(3) A Board of Appeal and a Revocation
Board, or any member duly commissioned to
undertake investigations, may hear
witnesses and experts on oath.
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(1) +

(a)
(b)

+

+

(c) +
(a) +
(e) +

(2) An Examining Divi-
sion, a Patent Administration
Division, a Board of Appeal
will proceed to take
the necessary investigating
action, or will commission
one of their members to do
50,

(3) A Board of Appeal®
or any member duly
commissioned to undertake
investigations, may hear
witnesses and experts on
oath,

(1) * Evidence may be obtained in
proceedings before the Luropean Patent
Office under the present Convention by
means including :

(a) »
(b) *

the personal appearance of the par!ies;

interrogatories and the discovery «{
documents;

(c) *
(a) *
(e) *

(2) Examining Divisions, Boards of

examination of witnesses;
expert opinion;

inspection of premises.

investigating action.

(3) A Board of Appeal or a Revocation

undertake investigations, may hear
witnesses and experts on oath, in so far ns
this is considered necessary.

.



articic

Ontaining evidence

Chairman's proposal

(1) +

(a)
(v)

+

+

(c) +
(4) +
(e) +
(2) Examining Divisions and Boards of Appeal

may commission one of their members to take the
rnecessary investigating action.

(3) A Board of Appeal or any member duly
commissioned by it to undertake investigations
may hear witnesses and experts on oath, in so
far as this is considered necessary.

ER/GT 1/1C &' © v,




Article 154 (contd.)

-2-

“FTA Draf-

-~

1665 Draft

(4) A Board of Appeal and a Kevocation
Board may impose a fine not exceeding +...
upon any witness who feils to appear ufter
service of a summons on him in proper form.
A similar penalty may be imposed upon any
witness who, without proper reason, refuses
to testify or take an oath.

(5) Each Contracting State will treat any
perjury on the part of witnesses and experts
as if the offence had been committed before
a national court dealing with civil pro-
ceedings. On notification by the President
of the European Patent Office, it will take
proceedings before the competent national
court against such persons.

(6) Interested parties, witnesses and
experts may be heard by the judicial’
authorities of their country of residence.
Witnesses and experts may be heard, under
oath, by the judicial authorities of their
country of residence, even when the hearing
has been requested by an Examining Section,
an Examining Division or the Patent
Administration Division.

BR/GT 1/10 /69 che

(%)
impose a fine not exceeding
+se. upon any witness who
fails to appear after
service of a summons on him
in proper form. A similar
penalty may be imposed upon
any witness who, without
proper reason, refuses to
testify or take an oath.

(5) +

(6) Interested parties,
witnesses and experts may
be heard by the judicial
authorities of their country
of residence. Witnesses and
experts may be heard, under
oath, where applicable,by the
Judicial authorities of
tneir country of residence,

~ Board of Anpeal may

(4) A Board of appeal or a kevucation

upon any witness who fails to appear
after service of a summons on him in
proper form. A similar penalty may be
imposed upon any witness who, without
proper reason, refuses to testify or
take an oath. The fine may be waived if
the witness offers a legitimate excuse,

(5) * Each Contracting State shall
treat any perjury on the part of
witnesses and experts as if the offence
had been committed before a national
court dealing with civil proceedings. On
notification by the President of the
European Patent Office, it shall take
proceedings before the competent national
court against such persons.

(6) * Interested parties, witnesses
and experts may be heard by the judicial
authorities of their country of residence.
Witnesses and experts may be heard, under
oath, by the judicial authorities of
their country of resiicnce, even whoen
hearing has been requested by an hxamining
section, xaminineg Division or latent
Administration bivision., 77777

Liie



Cnairman's proyposail

(4) A Bouri of Appe:l may .mpose a fine

not excceding ...s On 3ny wiiness whe fails

to appear after service of 2 summons on him

in proper form. A similar penalty may be imposed
upon any witness who, without proper reason,
refuses to testify or take an oath. The fine

may be waived if tr= witness offers a legitimate
.excuse.

(5) +

(6) Interested parties, witnesses and experts
may be heard oy the julicial authorities zf their
country of rzsiience. Witnesses and exp-rts may
be heard, under cath, by the judicial authorities
of t..eir country of residense, evern whgh the
r.2aring has bveer rejuested Ty an Sxaminin.: Getilion

oy

or Svamining Jiv.310n.



Article 154 (contd.) 3=

1962 Draft EFTA Draft 1965 Draft

even when the hearing has
been requested by an
Examining Section, an
Examining Division or the
Patent Administration
Division.
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Article 155

Time limits

1962 Draft

EFTA Draft

1965 Draft

When the present Convention or the
Implementing Regulations specify a period
to be determined by the European Patent
Office, such period shall not be less than
two months or more than four months., In
certain special cases, the period may be
extended upon request, but its tctal cxtent
shall not exceed six months.

BR/GT 1/10 e/69 che

When this Convention specifies a period
to be determined by the European Patent
Office, such period shall not be less than
two months or more than four months. In
certain special cases, the period may be
extended upon request.
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iforce majeure

1962 Lraft

1965 Druft

(1) The applicant for or the proprietor
of a European patent who is prevented by

"force majeure" from observing & time limit

imposed by tne Europezn Patent Cifice will,
upon application, have his riglits re-esta-
blished, if the non-observance in questicn
has had the direct consequence, by virtue

of the provisions of the present Conveation
or of the Implementing Regulaticns, of cau-

sing the refusal of the application for a

patent, or of a request, or the loss of any

other right or -eans of redrecs.

(2) The application must be submitted

within the two months following the remcval

of the cause of non-compliarice with the
time limit. The omitted act must be

witkin this period. The application will

only be admissible within the year imuedia-

tely following the expiration of the unob-
served time limit. In the case of non-

payment of a renewal fee, the period speci-

fied in paragraph 2 of Article 1.0 will be
deducted from the period of one year.

(3) The application must sto:e¢ the srounds |

on which it is based, and must :.:ct out the

fucts and evidence on which il relje:,

completed

—d

i

Ariizle T8RS
AL Treves ted
EFTa Draift
(1) +
(2) +
(3) +

(1) The applicant for or tne

- e e - - - - - ——

maj-ure’ from observing a time Limi’
imposed by the XZuropean ratent Tffice
upon application, have hLis rights re-e.tu-
t.1shed, if the non-observance in cuecs-:our
has the direct consegjuence, by virtus ci
the provisions of this Zonve.tion, o) : :un-
ing the refusal of the application for a
patent, or of a request, or the loss of
any other right or means of redress.

sra.

(2) The application must be submitted
within two months from the removal of the
cause of non-compliancs with the time
limit. The omitted act must be compieted
within this period. The aprlization :-ell
only te admissible within the year immed::
teiy following the expiration of the unob-
served time limit. In the case of non-

paynent of a renewal fee, the period srec:
fied In article 120, paragraph 2, sic . br
deducted 'rom tnz period of cne yeur,

(2) The arniicution must state the
ol shich It is hased, :sind wmuat set

srou

Ot the

I 2208 on

which it re.les.



onoervatiop of time _Limit preventio st bv force ns :ure

Chairman's proposal

(1) The apyplicant who is prevented by force maleure Nove @
trom observing # time limit imposed by the burciean i:. pr:ragraph 1 the re-establishment i former
Patent Office shall, upon appli.ation, have his rirhts has been extended to cover the cune of
rights re-estuavlished if the non-observance in ' the fictitious arrangement, whereby the Surorean
su-stion has the direct consejuence, by virtue of the patent application is deemed to have been with-
crovisions of this Convention, of causing the refusal drawn, as contained in the proposals for
of the Huropeuan vatent application, or of a request, Article 78, paragraph & and Article 107,
or the deeming of the 3uropesn patent arplication to -~ paragraph la. On account of this extension the
have been witndrawn, or the loss of any other right Jerman text of the second half of paragraph 1
or means of redress. has been re-drafted.

(2) +

(3) +



Article 156 (contd.)

1962 Draft

EFTA Draft

1965 Draft

(k) The authority competent to decide
on the omitted act will decide upon the
application. Any decision refusing an
application must set out the grounds upon
which it is based.

(5) The provisions of the present Article
are not applicable to the time limits speci-
fied in Article 68, paragraphs 3 and 4,
Article 72, paragraph 1, Article 74,
paragraph 1, Article 80, paragraphs 4 and 5
and Article 88, paragraph 2. '

(6) Any person who, in a Contracting
State, has, in good faith, in the course
of the period between the lapse of a
European patent and its restoration,
exploited or made effective and serious
preparations for exploiting the invention
which is the subject of the patent, may
freely continue such exploitation in the
course of his business or for the needs
thereof,

BR/GT I/10 e/69 mk

L) +

(5) +

(6) +

(4) * The authority competent to dr
on the omitted act shall decide upon !
application. Any decision refusing an
application must set out the grounds v
which it is based.

(5) * The provisions of the present
shall not be applicable to the time 1ir
Article 72, paragraph™1, Article 74, "
paragraph 1, Article 80, paragraphs 4
and Article 88, paragraph 2.

(6) Any person who, in a Contractir
State, has in good faith exploited or
effective and serious preparations for
exploiting an invention which is the =
of a European patent in the course of -

S . - e P - . - - - v

period between the la se or effective

S e . o - e i, - - e " S B " . — - o

notification of 1ts restoration, may {.

of his business or for the needs therc .



Article 156 (contd.)

-2-

Chairman's proposal

(L) +

(S) The provisions of the present Article shall
not be applicable to the time limits specified in
Article 68b, paragraphs 1 and 2, Article 72,
paragraph 1, Article 74, paragraph 1, Article 8o,
paragraphs 4 and 5, Article 88, paragraph 2 and
Article 98, paragraph b.

(6) Any person who, in a Contracting State, has
in good faith exploited or made effective and
serious preparations for exploiting an invention
which is the subject of a published European patent
application in the course of the period between
the refusal of that European patent avrlication or
the date from which the European patent application
has been deemed to have been withdrawn and notific-
ation of re-establishment of the applicant's rights,
may freely continue such exploitation in the course
of his business or for the needs thereof.

BR/5T 1/10 /69 mk -

Note ¢

Paragraph 6 had to be adapted both to the amended
objectives of the. Convention and the amended
procedure, as compared with the 1965 Draft.
Accordingly it is proposed, on the ore hand, that
the right, granted by this paragraph,to continue
exploiting an invention which is the subject of an
application, should be restricted by excluding
therefrom the case of the lapse and restoration of

a Buropean patent, since the ragulation of this case
would be left to the nntional jurisdictions. On the
other hand, this provision should bz extended in

the sense that it is to apply as early as from the
newly introduced publication of the patent application
(Article &ba).

In addition, the cnase of the fictitious arrancament
whereby the buropesn pitent application is deemed v
to have been withdriwn has also been incorporated. It
is not the irtent un c¢f this wropossl lo intrcduce
shnngeys in tie

any citmtance of pavac o aph b
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Articl. 157

of aprilzant or proprietor

1962 Draft

EFTA Draft

1965 Draft

(1) If the applicant for or the proprietor
af a European patent dies, and if his heirs
cannot be located, the European Patent Office
may, by public notice, invite the heirs to
establish, within a reasonable time, their
rights in respect of the application or the
European Patent.

(2) If no person establishes a right of
succession within the due time, or if persons
who have laid claim to the rights within
such time fail *o produce proof within a
reasonable pericd, the application will be
deemed to have been withdrawn or the patent
to have lapsed.

ER/CT 1/10 e/AG ik

(1) +

2) +

(1) If the applicant for or the

- - - -

of a European patent dies, and if h.
cannot be located, the Zuropean Tatc
may, after a period of six months ¢
death, by public notice invite the
to establish, within a reasonable t:
their rights in respect of the Eurc;

patent application or the European |

- > - - — - -

(2) * If no person establishes =«
succession within the due time, or i
who have laid claim to the rights wi
such time fail to produce proof wit!
reasonable period, the European pate
application shall be deemed to have
withdrawn or the European patent tc :
lapsed. TR e



Death of ar: . icart or p.ooiriet o

Chiirman's proposal

(1) If the applicant dies, and if his heirs
cannot be located, the Eurorecan Patent Cffice may,
after a period of six months from his death, by
public notice invite the heirs to establish, within
a reasonable time, their rights in respect of the
European patent application.

(2) If no person establishes a right of succession
within the due time, or if persébns who have laid '
claim to the rights within such time fail tc produce
proof within a reasonable period, the Huropean patent
applicatioh shall be deemed to have been withdrawn.



Article 15%

Mentioning of the inventor as suci

1962 Draft

EFTA Draft

16065 Draft

(1) If the apvlicant for or the pro-
prietor of & European patent namres the
inventor to the European Patent Office,
the person so named will be mentioned as
inventor in the European Register of
Patents, in the notice publishing the
grant of the provisional ruropean patent,
and in that publishing the confirmation
of this patent as a final curopean patent,
and in the printed specification. The
applicant for or the proprietor of the
European patent may, at any time, amend
the notification. The Eurupean Patent
Office will not check the accuracy of the
information given,

(2) The provisions of paragraph 1 will
not be apolied when the inventor named by
the applicant addres:es to the Zuropean
Fatent Office a written renunci-tinsn of

his title as irventor.
(3) F:rapeuph 7 will ap6  imidorlys
H 2 + o
() when a t.i~d porty pro.s - to b
Duropean rotent G0F%ico o onnl s o=
ment Srot o w.itna 1t ot

L [T U A A N

ot
o

(1) If the apulicant for
or the proprietor of a
European patent names the
inventor to the Luropean
ratent Office, the person so
named will be mentioned as
inventor in the European
Register of Patents, in the
notice publishing the grant
of the Buropean patent, and
in that publishing the con-~
firmation of this patent as
final patents and in the
printed specification. The
applicant for or the pro-
prietor of the European
patent may, at any time,
amend the notification. The
European Patent Office will
not check the accuracy of
the information given.

(2) +

. = deleted; the provisions of this
Article have been incorporated in the
Implementing Regulations under Article



Avta oo ‘L"‘

Fent.oning o4 the saverntor af sush

Cnairman's proposal

- deleted -
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hote :

The provisions of this Article should be
incorporated in the Implementing Regulations
under Article 17.



Article 158 (contd.) -2-

1962 Draft EFTA Draft 1965 Draft.

required to name such third party as
inventor;

(b) when a third party submits to the (v) +
European Patent Office a request for
rectification of the name of the
inventor and supports it with the
consent of the applicant or proprietor
and of the person wrongly named, or pro=
duces evidence of a final judgment.

(4) Printed specifications will not be (&) +
corrected after publication.

BR/GT 1/1C e/6% mk
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Article 158a

Avrrrovai of the form of the patent by the preprietor

1962 Draft

EFTA Draft

1965 Draft

BR/GT 1/10 e/69 mk

In the grant of the provisional European

patent, the publication provided Tor in
Article 96 and the confirmation of the

provisional European patent, the European

Patent Office shall be bound by the form
proposed or accepted by the applicant for




Article 158a
Approval of the form of the claims and of the patent

Chairman's proposal

The European Patent Office shall be bound,
in the publication provided for in Article 96
and in the grant of the European patent, by
the form proposed or accepted by the
applicant,

BR/GT 1/10 e/69 mk




Article 159

Reference to general principles

1962 Draft EFTA Draft 1965 Draft

: In the absence of procedural provisions
in this Convention, the European Patent

ting Regulations, the European Patent Office shall take into account the principles
of procedural law commonly recognized in the °

Office will take into account the princi-

ples of procedure generally practised in Contracting States. In the absence of such

such matters in the Contracting States. common principles the European Patent Office
shall draw upon the legislation of one or

more Contracting States.,

In the absence of procedural provisions +
in the present Convention or the Implemen~

BR/GT 1/10 e/69 mk



Article 159

Reference to general principles

Chairman's proposal
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64

CHAPTZR 11

S

ADMISSION OF PUBLIC, NOTIFICATIONS AND INSPECTION OF FILES

Article 160

Admission of public

1962 Draft

ETFTA Draft

1965 Draft

(1) Hearings before the Examining Sec-
tions, the Examining Divisions and the
Patent Administration Divisions are not
public.

(2) Oral proceedings, including delivery
of the decision, are public as regards the
Boards of Appeal, after publication of a
provisional European Patent; also before
the Revocation Boards in the absence of
any contrary decision of these Boards in
cases where admission of the public would
have serious disadvantages.

Bk, 5T 1,°C e,/% mk

(1) +

(2) Oral proceedings,
including delivery of the
decision, are public as
regards the Boards of
Appeal, after publication
of a Luropean Patent.

(1) * Hearings before the Examining Sec-
tions, the Examining Divisions and the

(2) * Oral proceedings, including deli-
very of the decision, shall be pubklic, as
regards the Boards of Appeal, after publi-

N M o - D > =t T - - ——— - > =" S= o =

wise in cases wnere admission of the public
would have serious disadvantages.



CHAPTER 11
ADMISSION OF PUBLIC, NOTIFICATIONS AND INSPECTION OF FILES

Article 160
Admission of public

Chairman's proposal

(1) Hearings before the Examining Sections
and FExamining Divisions shall not be public.

(2) Oral proceedings, including delivery
of the decision, shall be public, as regards
the Boards of Appeal and the enlarged Board
of Appeal, after publication of the European
patent application or of the claims, in so
far as these Boards do not decide otherwise
in cases where admission of the public would
have serious disadvantages.
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Article 161

Notifications

el

1962 Draft

EFTA Draft

1965 Draft

The European Patent Office will, as a
matter of course, notify those concerned
of decisions and summons, and of any
notice or other communication from which
a time limit is reckoned, or of which those
concerned must be notified under the present
Convention or its Implementing Regulations,
or by order of the President of the European
Patent Office. Such notifications may be
given through the intermediary of the
central industrial property offices of the
Contracting States.

BR/3T I/10 e/69 mk

The European Patent Office shall, as a
matter of course, notify those concerned
of decisions and summons, and of any
notice or other communication from which
a time limit is reckoned, or of which those
concerned must be notified under the
present Convention, or of whiclh notifi-
cation has been ordered by the kresident
of the European Patent Office. Such noti-
fications may, where necessary, be given
through the intermediary of the central
industrial property offices of the
Contracting States.
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Article 162

Inspection of files

1962 Draft

EFTA Draft

1965 Draft

(1) Before publication of the grant of
a provisional European patent, the files
relating to applications for European
patents and to provisional European patents
shall not be made available for inspection
- without the consent of the applicant for or
the proprietor of the European patent.

(2) After publication of the grant of
a provisional ESuropean patent, or in the
case specified in Article 117, paragraph 2,
documents relating directly to the pro-
ceedings for grant, confirmation or revoca-
tion of a European patent may be inspected
by any person upon request.

(3) Inspection as referred to in the
preceding paragraphs is subject to the
puyment of the fee prescribed by the Rules
relating to fees adopted pursuant to this
Convention.

3R/GT 1/10 e/6S mk

(1) +

(2) +

(3) +

(1) The files relating to European patent

" - ——— - — - - —
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for in Article 86a, or in tne case specified
in Article 117, paragraph 2y documents rela-
ting directly to the proceedings for grant,
confirmation or revocation of a Buropean

patent may be inspected by any third party on
request.

(3) The inspection referred to in the
preceding paragraphs shall be of the origminal
documents or of copies thereof, and shall be
subject to the payment of the fee pres-cribed
by the Rules relating to fees adopted pursuant
to this Convention, -



Article 162

Inspection of files

Chairman's proposal

(1) The files relating to European patent Note :
applications, which have not yet been
published pursuant to Article 86a or Article
96, paragraph 3, shall not be made available
for inspection without the consent of the
applicant.

(2) After the publication provided for _in
Article 86a or Article 96, paragraph 3, / or
in the case specified in Article 117,
paragraph 2, 7 documents relating directly
to the proceedlngs for grant of a European
patent may be inspected by any third party
on request.

(3) +

- Paragraph 3 could be incorporated in the
Implementing Regulations.

'BR/GT 1/10 /69 mk
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Article 163

Notification of objections raised by national authorities

1962 Draft

EFTA Draft

1965 Draft

(1) The proprietor of a provisional
Buropean patent shall state, within a
period to be determined, and upon request
of an Examining Division or of a Board of
Appeal, the States in which applications for
national patents have been made for the
whole or part of the invention which is the
subject of the Kuropean patent, and to give
the reference numbers of the said applica-
tions. He may likewise be required to state,
within a period to be determined, any ob-
jections raised in the course of proceedings
before the national authority and the deci-
sions of such authority, insofar as such
objections and decisions relate to the
novelty of the invention.

(2) The Examining Division or the Board
of Appeal will cancel the provisional
European patent if the proprietor of the
said patent fails to comply with the
requirements of paragraph 1.

BR/GT 1/10 e/69 mk

(1) +

(2) +

nal European patent shall indicate,
upon request of an Examining Divisior
or of a Board of Appeal, and within

a period to be determined by these,
the States in which applications for
national patents have been made for
the whole or part of the invention
which is the subject of the European

- - - - ———

numbers of the said applications.

(2)*The Examining Division or the

D e > T - = - - — - ———— — - -~
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paragraph 1,



Artiéie 163

Notification of objections raised by national authorities

Chairman's proposal

(1) The applicant shall indicate, upon
request of an Examining Division or of a
Board of Appeal, and within a period to
be determined by these, the States in
which applications for national patents
have been made for the whole or part of:
the invention which is the subject of the
European patent application, and shall
give the reference numbers of the said
applications.

(2) If the applicant fails to comply
with the requirements of paragraph 1,
the European patent application shall be
refused.

BR/GT 1/10 e/69 mk
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COSTS AND THEIR ENFORCEMENT

CHAPTER III

Article 164

Costs in examination proceedings

1962 Draft

EFTA Draft

1965 Draft

(1) Each party to proceedings for the
grant or examination of a provisional
Yuropean patent must meet the costs he has
incurred, unless a decision of an Examining
Section or Division orders an equitable
apportionment of costs incurred in hearing
the parties, or during a preliminary
investigation.

(2) Apportionment of costs will be dealt
with in the decision relating to the grant
or to the confirmation of a provisional
European patent. It can similarly be dealt
with when an application for a patent is
withdrawn, or when a provisional European
patent lapses.

(3) The apportionment of costs, inclu-
ding the remuneration of representatives
of the parties, shall be limited to the
expenses necessary to assure proper protec-
tion of the rights involved.

(4) Upon request, an Examining Section
will tax costs to be paid under a decision
apportioning them. A bill of costs, with

BR/3T. 1/10 e/6% mk

(1)

(2)

(3)

(4)

+

(1) * Each party to proceedings for the
grant or examination of a provisional
incurred, unless a decision of an Examining
Section or Zxamining Division orders an
equitable apportionment of costs incurred in
hearing the parties or during a preliminary
investigation.

(2) * Apportionment of costs shall be dealt
with in the decision relating to the grant

- A - . - - o - - - - -
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(3) * The apportionment of costs, inclu-
ding the remuneration of representatives of
the pirties, shall be limited to the
expenses necessary to assure proper protec-
tion of the rights involved.

(4) * Upon request, an Examining Section
shsll tax costs to be paid under a decision
upportioning them. A bill of costs, with

-r -
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CHAPTER I1I

COSTS AND THEIR ENFORCEMENT

Costs‘in

Article 164

examination proceedings

Chairman's proposal

(1) Each party to proceedings for the
grant of a European patent shall meet the
costs he has incurred, unless a decision
of an Examining Section or Examining
Division orders an equitable apportionment
of costs incurred in hearing the parties or
during a preliminary investigation.

(2) Apportionment of costs shall be dealt
with in the decision relating to the grant
of a European patent. It may also be dealt
with when an application for a patent is
withdrawn or deemed to have been withdrawn.

(3) +

(4) +
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Article 164 (contd.)

-l

1962 Draft

EFTA Draft

1965 Draft

supporting evidence, shall be attached to
the request. The request will only be
admissible if the decision in respect of
which the taxing of costs is required is

a final one. Costs may be taxed once their
credibility is established.

32/5T 1/1C e/hY mk

supporting evidence, shall be attached to«
the request. The request shall only be
admissible if the decision in respect of
which the taxing of costs is required is
a final one. Costs may be taxed once thes
credibility is established.



Mu 69/3 OL/I 1DH/¥4



S

Article 165

Costs in proceedings on appeal

1962 Draft EFTA Draft 1965 Draft
(1) Each party proceeding on appeal must (1) + (1) Each party proceeding on apveal shall
meet the costs he has incurred unless a meet the costs he has incurred unless a
decision of a Board of Appeal orders an ' decision of a Board of Appeal orders an
equitable apportionment of costs, other than equitable apportionment of costs, including
fees prescribed by the Rules relating to fees the appeal fee, but excluding any other fees
under the Convention. prescribed by the Rules relating to fees

adopted pursuant to this Convention.

(2) Apportionment of costs will be dealt (2) + ' (2) * Apportionment of costs shall be dealt
with in the decision on the appeal. It can v with in the decision on the appeal. It may
similarly be dealt with when an application . also be dealt with when a patent application or
for a European patent or the appeal has : an appeal is withdrawn, or when a provisional
been withdrawn, or when the provisional Buropean patent lapses, =~ " TTTTTTTTC

European patent lapses.

(3) The provisions of Article 164, (3) + (3) * The provisions of Article 16%,
paragraphs 3 and 4 are applicable to costs paragraphs 3 and 4, shall apply.
in appeal proceedings.

3R/5T 1/7C e/6% mk



Article 165

Costs in proceedings on appeal

Chairman's proposal

(1) +

(2) Apportionment of costs shall be
dealt with in the decision on the appeal.
It may also be dealt with when a patent
application or an appeal is withdrawn,
or when a patent application is deemed
to have been withdrawn.

(3) +

BR/GT 1/10 e/69 mk



BR/

%)
+3

1/1C

e/6%

mk

~_



Chairman's proposal

BR/GT 1/10 e/69 mk

Article 166

Costs in proceedings for the grant of compulsory licences

Article 167

Costs in revocation proceedings

Article 168

Costs in proceedings for a declaratory judgement

deleted
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Article 169

Assistance

1962 Draft

EFTA Draft

1965 Draft

1st Variant

(1) In proceedings for the grant and
confirmation of a provisional European
patent, and in appeal proceedings, the
applicant or the proprietor shall, upon
request, be exempt from the payment of
fees, other than the application fee and
renewal fees, and from the payment of
other costs of proceedings as described by
the present Convention and its Implementing
Regulations, if the competent Department of
a Contracting State certifies that he is
not in a position to pay owing to lack of
sufficient means. Such exemption will be
total or partial in accordance with the
certificate which shall specify what
portion of the fees and other costs if any,
the person submitting the request is able
to pay.

(2) The provisions of paragraph 1 are
also applicable to proceedings for the
revocation of a final European patent.

(3) Exemption will only be granted if
the application and the certificate refer-
red to in paragraph 1 are submitted before
the expiration of the period fixed for

1st Variant

(1) +

(2) - deleted -

(3) +




Article 169

Assistance

Chairman's proposal

See next page.
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Article 169 (contd.)

1962 Draft

EFTA Draft

1965 Draft

payment. However, when the applicant
establishes within the said period that he
has applied for the certificate from the
competent authority, the period will be
extended by three months. If the certifi-
cate is not submitted within the extended
period of three months, the extension will
be deemed to have been refused.

() The competent authority of a Contrac-
ting State will only issue certificates to
physical persons who are nationals of said
State or ordinarily resident on its terri-
tory.

(5) The fees and other expenses from
which an applicant secures exemption will
be reimbursed to the European Patent
Office by the Contracting State whose compe-
tent authority issued the certificate.

(6) Contracting States are not bound to
issue the certificates provided for by this
Article.

2nd Variant

Contracting States may take any measure
designed to assist applicants for and pro-
prietors of European patents and parties
to proceedings for the revocation of final
European Patents in respect of the payment

(4) +

(5) +

(6) +

2nd Variant

Contracting States may
take any measures desig-
ned to assist applicants
for and proprietors of
European patents

The Contracting States shall have the
right to take any measures to assist
applicants for and proprietors of Buropean
“parties to proceedings for



Article 169 (contd.) -2~

Chairman's proposal

The Contracting States shall have the right to take Note :
any measures to assist applicants in respect of The Chairman's proposal extends the provisions
the payment of fees, other than application fees, relating to assistance to cover renewal fees. This
and of other costs of the proceedings, in so far as takes into account the Chairman's proposal in
such persons are not in a position to pay them, respect of Article 122, in accordance with which

BR/ST 1/10 e/69 mk . -3
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Article 169 (contd,)

-3

1962 Draft

EFTA Draft

1965 Draft

of fees, other than application fees and
renewal fees, and for the payment of other
costs of proceedings, in so far as such
persons are not in a position to pay them,
owing to 1nsuff1c1ent means. These measures
can only be taken in favour of physical
persons who are nationals of the State
concerned, or ordlnarlly resident on its
territory.

BR/GT 1/10 e/69 mk

in respect of the payment
of fees, other than appli=-
cation fee and renewal
fees, and for the payment
of other costs of procee-
dings, in so far as such
persons are not in a po-
sition to pay thenm, owing
to insufficient means.
These measures can only
be taken in favour of
physical persons who are
nationals of the State
concerned, or ordinarily
resident on its territory.

in respect of the payment of fees,
other than application fees and renewal

fees, and of other costs of the pro- ‘
ceedings, in so far as such persons are
not in a position to pay them, owing to

insufficient means.



Article 169 (contd.)

3=

Chairman's proposal

owing to insufficient means.

8R/GT 1/10

e/69

mk

the grant of supplementary extensions of time for the
payment of renewal fees would be abandoned. Should

the Working Party decide, contrary to the Chairman's
proposal for Article 122, to provide for supplementary
extensions of time for the payment of renewal fees,

" these fees would have to be excluded once more from

the granting of assistance in the present Article 169.
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Enforcement of costs and fines

Article 170

1962 Draft

EFTA Draft

1965 Draft

(1) Decisions of the European Patent
Office taxing costs of proceedings, imposing
a fine, or establishing failure to pay
renewal fees within the meaning of
Article 123, are themselves enforceable;
this provision does not apply to States.

- (2) Enforcement shall be regulated by
the rules of civil procedure in the
Contracting State in whose territory the
enforcement takes place. The enforcement
order will be issued, without further
requirement other than that of the authen-
ticity of the document, by the national
authority which the government of each of
the Contracting States will designate for
this purpose, and of which the European
Patent Office shall be informed.

(3) After the completion of these forma-
lities at the request of the interested
party, the latter may levy distraint by
direct application to the competent autho-
rity in accordance with national law.

BR/GT 1/10 e/69 mk

(1) +

(2) +

(3) +

(1) Decisions of the European Patent
Cffice taxing costs of proceedings, imposing
a fine, or establishing failure to pay
fees, are themselves enforceable ; this
provision shall not apply to States.

(2) * Enforcement shall be regulated by
the rules of civil procedure in the
Contracting State in whose territory the
enforcement takes place. The enforcement
order shall be issued, without further
requirement other than that of the authen-
ticity of the document, by the national
authority which the government of each of
the Contracting States shall designate for
this purpose, and of which the European
Patent Office shall be informed.

(3) * After the completion of these forma-
lities at the request of the interested
party, the latter may levy distraint by
direct application to the competent autho-
rity in accordance with national law.

-2



Article 170

Enforcement of costs and fines

Chairman's proposal

(1) +

(2) +

- (3) +

BR/GT 1/10

e/69 mk
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Article 170 (contd.) -2a
1962 Draft EFTA Draft 1965 Draft
(4) Enforcement can only be stayed by (4) + (4) - deleted -

a decision of the European Patent Office
or the European Patent Court. However,
national courts shall be competent to
investigate the validity of such enforce-
ment measures.

BR/GT I/10 e/69 mk
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CHAPT:R IV o
REPRESENTATION
Article 171
Professional patent agents
1962 Draft EFTA Draft 1965 Draft
(1) Representation of natural and legal (1) + (1) * Representation of natural and legal

persons in proceedings before the European .
Patent Office can only be undertaken by
natural persons whose names appear in the
list maintained for this purpose by the
said Office.

(2) Any person having his registered (2) +
place of business within the territory of
one of the Contracting States and who,
according to a certificate furnished by
the central industrial property office of
one of such States, is entitled to act as
a professional patent agent before that
office, may be entered in the list. Entry is
effected upon request, accompanied by the
certificate referred to above, which must
specify the extent of such entitlement.

(3) When, in & Contracting State, the - (3) +
qualification to act as an agent is not
conditional upon the requirement of special
professional qualifications, persons who
act as agents before the central industrial
property office of the said State must have
habitually acted as such for at least five
yYears. In such cases, the certificate

BR/GT I/10 e/69 mk

persons in proceedings before the European
Patent Office may only be undertaken by
natural persons whose names appear in a
list wmaintained for this purpose by the
said Office.

(2) * Any person having his registered
place of business within the territory of
one of the Contracting States, and who,
according to a certificate furnished by
the central industrial property office of
one of such States, is entitled to act as
a professional patent agent before that
office, may be entered in the list. Entry is
effected upon request, accompanied by the
certificate referred to above, which must
specify the extent of such entitlement.

(3) * When, in a Contracting State, the
qualification to act as an agent is not
conditicnal upon the requirement of special
professional qualifications, persons who
act as &gents before the central industrial

|property office of the said State must have

habitually acted as such for at least five
years. 1n such cases, the certificute




CHAPTER 1V

REPRESENTATION
Article 171

Professional patent agents

Chairman's proposal

(1) +

(2) +

(3) +

BR/GT
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Article 171 (contd.)

-2-

1962 Draft

EFTA Draft

1965 braft

specified in the preceding paragraph must
indicate that the applicant satisfies this
requirement.

(4) Agents whose names are entered on
the list referred to in paragraph 1 may
only act before the European Patent Office
to the extent that they are entitled,
within the terms of the certificate refer-
red to in paragraph 2, to act as patent
agents in the bontracting State in which
they exercise their profession.

(5) Representation before the European
Patent Office may be undertaken by any
lawyer called to the Bar in one of the
Contracting States, and having his profes-
sional office within such State, to the
extent that he is able, within the said
State, to act as a representative in patent
matters.

BR/GT I/10 &/69 mk

(4) +

(5) +

specified in the preceding paragraph must
indicate that the applicant satisfies this
requirement,

(k) * Agents whose names are entered on
the list referred to in paragraph 1 may
only act before the European Patent Office
to the extent that they are entitled,
within the terms of the certificate refer-
red to in paragraph 2, to act as patent
agents in the Contracting State in which
they exercice their profession.

(5) * Represéntation before the European
Patent Office may be undertaken by any
lawyer called to the Bar in one of the
Contracting States, and having his profes-
sional office within such State, to the
extent that he is able, within the said
State, to act as a representative in patent
matters,
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‘ Compulsory representation

Article 172

1962 Draft

EFTA Draft

1965 Draft

(1) Subject to the provisions of the
following parégraphs, no person is
compelled to be represented before the
European Patent Office.

(2) Natural and legal persons who have
neither a place of business nor residence
within the territory of one of the Con-
tracting States must be represented in all
proceedings before the European Patent
Office by a patent agent., Upon conclusion
of the proceedings, the authority of the
patent agent to receive all communications
concerning the patent, shall be legally
maintained, unless the proprietor of the
European patent has acquired an address
for service within the territory of one
of the Contracting States.

(3) Applications for patents, requests
and appeals by persons referred to in
paragraph 2 can only be lodged through a
patent agent. Failure to observe this
requirement will result in the application
for a patent, the request, or the appeal
being deemed not to have been made.

(4) The patent agent referred to in
paragraph 2 will be entered in the Register
of European Patents. Any agent so entered
and who ceases to be authorised will con-
tinue to be regarded as the patent agent for
such time as his name remains entered on the

Register.

BR/GT 1/10 e/69 mk

(1) +

(2) +

(3) +

(4) +

(1) * Subject to the provisions of the
following paragraphs, no person shall be
compelled to be represented before the
European Patent Office.

" (2) * Natural and legal persons who have
neither a registered place of business nor

residence within the territory of one of the Con-

tracting States must be represented in all
proceedings before the European Patent

Office by a patent agent. Upon conclusion
of the proceedings, the authority of the-

(3) * Applications for patents, requests
and appeals by persons referred to in
paragraph 2 may only be lodged through a
patent agent. Failure to observe this
requirement shall result in the application
for a patent, the request or the appeal
béing deemed not to have been made.

(4) * The patent agent referred to in
paragraph 2 shall be entered in the Register
of European Patents. Any agent so entered
and who ceases to be authorised shall con-

such time as his name remains entered on the
Register. ' : :

’

1



Article 172

Compulsory representation

Chairman's proposal

(1) + Note :

(2) Natural and legal persons who have neither a
registered place of business nor residence within
the territory of one of the Contracting States must
be represented in all proceedings before the European
Patent Office by a patent agent.

(3) Applications, objections, requests and appeals
by persons referred to in paragraph 2 may only be
lodged through a patent agent. Failure to observe
this' requirement shall result in the application,
the objection, the request or the appeal being deemed
not to have been made.

(4) The patent agent for an épplicant, as referred The words "for an applicant" have been inserted for the

to in paragraph 2, shall be entered in the Register sake of clarity, as it is to be assumed that it was
of European Patents. Any agent so entered who ceases not the intention of the 1965 Draft, either, that the

to be authorised shall be regarded as the patent agent of an objector or other interested party should
agent up to the grant of the European patent, for be entered in the Register of European patents.

such time as his name remains entered in the

Register. ¥

BR/GT 1/10 /69 mk



Article 173

Authorisations

1962 Draft

EFTA Draft -

1965 Draft

(1) Patent agents acting as such before
the European Patent Office must produce
an authorisation in writing.

(2) 1f several agents are authorised
they may, notwithstanding any contrary
provisions in the authorisation, act
either jointly or individually.

(3) Unless an authorisation contains
provision to the contrary, it will not
terminate upon the death of the person
who issued it,

BR/GT I/ 10 e/69 jv.

(1) +

(2) +

(3) +

(1) * Patent agents acting as such before
the European Patent Office must produce
an &uthorisation in writing.

(2) * If several agents are authorised,
they may, notwithstanding any contrary
provisions in the authorisation, act
either jointly or individually.

(3) * Unless an authorisation contains a
provision to the contrary, it shall not
terminate upon the death of the person
who issued it.
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PART X
PROCEDURE IN INFRINGEMENT AND OTHER CIVIL PROCEEDINGS

Articles 174 to 184
but excluding Article 180

Chairman's proposal : deleted
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Article 180

Opinion by the European Patent Office

1962 Draft

EFTA Draft

1965 Draft

At the request of the competent national

court to which the infringement action has
been referred, the European Patent Office
shall be obliged to produce a technical
opinion concerning the final European
patent in question.

BR/GT 1/10 e/69 mk

At the request of the
competent national court
to which the infringement
action has been referred,
the European Patent Office
shall be obliged to pro-
duce a technical opinion
concerning the final patent
in question.

* At the request of the campetent natj-
court” to which the"Infringement action h-
been referred, the European Patent Officc
shall be obliged to produce a technical
opinion concerning the European patent i
question,



Article 180
Opinion by the ZSuropean Patent Office

Chairman's proposal

On the basis of a decision of the competent national
court to which the infringement action has been referred,
the European Patent Office shall be obliged to produce
a technical opinion concerning the European patent in
question.
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Chairman's proposal

BR/GT 1/10

e/69 mk

deferred

PART XI
TRANSITIONAL PROVISIONS

Articles 185 to 205

PART XTI
FINAL PROVISIONS

Articles 206 to 217
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